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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under trie provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)03 Responsive to communication(s) filed on 18 March 2004 . 
2a)Kl This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) 0 Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-23 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 06 March 2002 is/are: a)S accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other 
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DETAILED ACTION 



Response to Arguments 



1 . Applicant's arguments filed March 18, 2004 have been fully considered but they 
are not persuasive. 

Applicant argues that Wild only discloses a single system acquisition order of 
accessible networks that the subscriber unit is allowed to access in column 10. This is 
not true. Examiner contends that Wild clearly anticipates a reprioritized group of 
wireless communications systems having a second system acquisition order (see col. 
10, lines 40-58). Wild's prioritization of the list of accessible networks anticipates the 
reprioritized group having a second system acquisition order. The original list of 
accessible networks is made from all networks, which permit access to the subscriber 
unit's access code in a particular subscriber unit location (col. 10, lines 40-43). Further 
the prioritized list depends on preference information, such as best speech quality. 
Hence the subscriber unit can then determine which network to access based on the 
descriptive information, such as, service quality of the network. Thus, a second network 
can be accessed if the first or current network is not of the highest quality (see col. 14, 
lines 4-12). 
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Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-3,7,18,19 and 21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Wild et al. (Wild), U.S. Patent No. 5,862,480. 

Regarding claim 1, Wild discloses in a mobile station storing a list of wireless 
communications systems, a system acquisition procedure comprising the steps of: 

selecting a group of wireless communications systems from the list in 
accordance with a predetermined system acquisition procedure, the group of wireless 
communications systems having a first system acquisition order (i.e., reads on group of 
all overlapping networks which the subscriber unit (SU) is allowed to use) (col. 5, lines 
33-38); 

measuring a signal quality (i.e., inherent for determination of best quality 
communications for prioritization) for each of the selected systems (col. 10, lines 48-51); 

reprioritizing the group of wireless communications systems in accordance with 
the measured signal quality, the reprioritized group of wireless communications systems 
having a second system acquisition order (col. 10, lines 45-58); and 
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attempting to acquire the wireless communications system having the highest 
priority in accordance with the second system acquisition order (col. 14, lines 8-12). 

i 

Regarding claim 2, Wild discloses the method of claim 1 , wherein the list of 
wireless communications systems is a preferred roaming list including a geographic 
region identifier (i.e., inherently the geographical area is identified) and the step of 
selecting a group of wireless communications systems includes determining a current 
geographic region of the mobile station and selecting the listed wireless 
communications systems having a geographic region identifier that corresponds to the 
current geographic region of the mobile station (col. 4, lines 21-39 and col. 7, lines 62- 
67), and 

wherein the first system acquisition order (i.e., reads on hierarchically ordered 
bases on SU preferences) is based on the relative order of the selected wireless 
communications systems in the preferred roaming list (col. 4,lines 31-39). 

Regarding claim 3, Wild discloses the method of claim 2, wherein each wireless 
communications system identified in the preferred roaming list has a corresponding 
desirability level (i.e., reads on list of accessible networks), inherently at least two of the 
selected systems sharing the same level of desirability, and wherein the step of 
reprioritizing comprises locating selected systems that share the same desirability level 
and sorting the located systems by the inherently measured signal strength (i.e., reads 
on best quality communications, hence strong signal strength) (col. 10, lines 44-58). 

Regarding claim 7, Wild discloses a mobile station comprising: 
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a memory (see Fig. 19, 1904) storing a preferred roaming list (i.e., access server 
returns a list of accessible networks to the subscriber), the preferred roaming list 
including a first plurality of system identifiers and corresponding acquisition parameters 
(col. 16, lines 8-11); and 

a processing circuitry (see Fig. 19, 1902) adapted to select wireless 
communications systems from the preferred roaming list in accordance with a 
predetermined system acquisition procedurejthe selected wireless communications 
system have a corresponding system acquisition order based on the measured signal 
qualities, the modified system acquisition order increasing the efficiency of the system 
acquisition process (col. 4, lines 32-39 and col. 16, lines 12-22). 

Regarding claim 18, Wild discloses in a wireless device, an integrated circuit 
comprising: 

a system determination unit (i.e., reads on access server) adapted to identify 
candidate communications systems in a current geographic region of the wireless 
device (col. 4, lines 21-32); and 

a searcher inherently coupled to the system determination unit (i.e., reads on 
processor 1802, see Fig. 18), the searcher adapted to analyze a signal quality (i.e., 
determination of best quality communications) of at least one of the identified wireless 
communications systems to determine a likelihood of whether the wireless 
communications system will be acquired (col.. 13,lines 47-66 and col. 15, line 50 to col. 
16, line 4). I 
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Regarding claim 19, Wild discloses the integrated circuit of claim 18, wherein 
inherently the searcher measures the strength of a received signal corresponding to 
each identified wireless communications system (i.e., reads on network air interface 
parameters for the determination of best quality communications) (col. 1 5, line 63-67). 

Regarding claim 21, Wild discloses the integrated circuit of claim 18 further 
comprising a memory (see Fig. 18, 1804) coupled to the system determination unit the 
memory storing a list of known communications systems, each known communications 
system having an associated geographic region and relative desirability, wherein the 
systems analyzed by the searcher are selected from the system table by the system 
determination unit (col. 4, lines 32-33 and col. 15, lines 63-67). 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 10-13 and 15-17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hutcheson et al (Hutcheson), U.S. Patent No. 5,551,059. 

Regarding claim 10, Hutcheson discloses in a multi-mode mobile station adapted 
to operate in CDMA and AMPS modes, a method for acquiring a wireless 
communication system comprising the steps of: 

analyzing a signal received on a channel associated with a candidate 
communications system (i.e., inherently reads on target cell when roaming, see col. 3, 
lines 23-27) (col. 6, lines 12-21 ); 
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determining, based on the analysis of the received signal, whether the candidate 
communications system (cell) is likely to be available for acquisition by the mobile 
station (col. 6,lines 12-34); and 

attempting to acquire the candidate communications system (cell) only (i.e., 

inherent if target cells are prioritized candidates) if the candidate communications 

} 

system is likely to be available for acquisition '(col. 6,lines 27-39). 

Regarding claim 11, Hutcheson discloses the method of claim 10, wherein the 
step of analyzing comprises switching to a channel associated with the candidate 
communication system and testing a signal quality of the received signal (col. 6,lines 
22-26). 

Regarding claim 12, Hutcheson discloses the method of claim 11, wherein the 
mobile stations includes a table of known communications systems, each known 
communications system having a relative desirability, and wherein the candidate 
communications system is selected from the table of known communications systems in 
accordance with a predetermined system acquisition procedure. 

Regarding claim 13, Wild discloses the method of claim 1 1 , wherein the tested 
signal quality is a received signal strength measurement (col. 6,lines 12-26). 

Regarding claim 15, Wild discloses the method of claim 1 1 , wherein the 
candidate communications system is likely to be available if the measured signal quality 
exceeds a predetermined threshold value (i.e., reads on benchmark) (col. 6,lines 12- 
21). 
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Regarding claim 16, Wild discloses the method of claim 1 1 , further comprising 
the step of selecting a set of candidate communications systems, wherein the steps of 
analyzing and determining are repeated for each candidate communications system in 
the set and the step of attempting is performed for the candidate communications 
system that is most likely to be acquired (col. 6,lines 22-34). 

Regarding claim 17, Wild discloses the method of claim 16, further comprising 
the step of sorting the candidate communications systems in order of measured signal 
quality, the sorted order defining an acquisition order for the set of candidate 
communications systems (col. 6, lines 35-39). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hutcheson. 

Regarding claim 14, Hutcheson discloses the method of claim 1 1 , but fails to 
explicitly disclose wherein the tested signal quality is a signal-to -noise ratio of the 
received signal. 
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However, Examiner takes official notice that is well known in the art that a signal 
quality test includes the signal-to -noise ratio of the received signal. 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art o modify Hutcheson to include such a test, since Hutcheson suggests using any 
known signal quality evaluation technique (see col. 5, lines 15-19). 



Double Patenting 



8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



9. Claims 1-9 and 18-23 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 21-25 
of copending Application No. 10/092,770. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because claims 21-25 of 
10/092,779 (hereafter 779) encompass the scope of claims 7-9 of the instant 
application. 
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Regarding claim 1 and its dependents (2-3), the primary difference between the 
applications is as follows: dependent claims 22 -24 of 779 bring forth the measuring of 
signal quality (i.e., reads on measuring signal power) (see claim 24). 

Regarding claims 4-6, dependent claims 23 and 25 incorporate the limitations 
therein. 

Regarding claim 7, the primary differences between the limitations of the two 
applications are listed as follows: (a) independent claim 21 of 779 uses the terminology 
"priority data" and maintaining thereof; however, the instant application's claims 7 uses 
the terminology "predetermined system acquisition procedure", which by definition 
would include priority data; (b) claim 21 of 779 describes, inter alia, the mobile unit 
comprising wherein the processing circuit is further adapted to detect a communications 
event for a currently selected wireless communications system and update an entry in 
the system priority data to reflect the occurrence of the detected communications event; 
however, claim 7 of the instant application describes wherein the processing circuitry is 
adapted to measure a signal quality of each system and modifies the system based on 
such. Moreover, dependent claim 24 of 779 incorporates a similar notion, wherein the 
processing circuitry is further adapted to measure the power of a received signal of the 
selected network. 

Regarding claims 8 and 9, dependent claims 23 and 25 of 779 incorporate the 
limitations therein. 

Regarding claims 18-23, claims 21-25 incorporate the limitations therein, wherein 
the signal quality is brought out in dependent claim 25 of 779 
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Omission of element and its function in combination is obvious expedient if 
remaining elements perform same function as before. In re KARLSON (CCPA) 136 
USPQ 184(1963) . 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joy K Contee whose telephone number is 703-308- 
0149. The examiner can normally be reached on 5:30 a.m. to 2:00 p.m.. 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 703-305-4379. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-93064. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306- 



0377. 



Joy K. Contee 



May 29, 2004 




